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DETAILED ACTION 

Specification 

1 . The abstract of the disclosure is objected to because it is 1 52 words. The 
maximum length is 150 words. Correction is required. See MPEP § 608.01(b). 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

3. Claims 1-29 are rejected under 35 U.S.C. 101 as being directed to non- 
statutory subject matter. 

Under the Interim Guidelines for Examination of Patent Applications for Patent 
Subject Matter Eligibility, a claimed invention must satisfy the requirement that it be 
directed to a "practical application," which is to mean "the claimed invention physically 
transforms an article or physical object to a different state or thing, or . . . the claimed 
invention otherwise produces a useful, concrete and tangible result". If a claim satisfies 
those questions, then the claim describes eligible subject matter. 

In the instant case, the claimed invention does not physically transform an article 
or a physical object to a different state or thing since the claim is not directed to an 
article or physical object. Therefore, a relevant test to determine if the eligibility 
requirement is met is whether the claimed invention as a whole is limited to a useful, 
concrete and tangible result. 
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The following definitions are used as guidelines in determining whether the 
claimed invention produces a useful, concrete and tangible result, as discussed in 
MPEP2106IVC(2). 

• Useful - must be specific, substantial and credible and specifically recited 
in the claim. If the claim is broad enough to not require a practical 
application, it must be rejected. 

• Tangible - must be some "real-world" result, not abstract. 

• Concrete - must have a result that can be substantially repeatable or the 
process must substantially produce the same result again. 

Claim 1 recites a step of divesting a portion of the investment vehicles, without 
specifying how the portion is chosen. This step involves personal judgment, and the 
results may be quite different depending on which portion is chosen for divesting. The 
portion could be large or small, so the changes to the holdings could vary considerably. 
The change may or may not achieve the desired target relation. This step as claimed 
can produce substantially varying results, therefore the definition of concrete is not met, 
and the subject matter is not eligible for a patent. 

Claim 1 also recites the step of "identifying a liability balance associated with 
selected ones of said investment vehicles ..." The method of selection is not specified, 
so that a random selection method may be used which would also produce varying 
results, and defy the concrete requirement. Furthermore, using a liability balance from a 
random selection of investment vehicles within the portfolio account could result in a 
meaningless relation to the asset balance for the account, and thus a useless 
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compliance indication. In order for the invention to have utility, there should be a 
relationship between items included in the liability balance and items included in the 
asset balance, so that the relation between them is meaningful. 

Claims 2-14 inherit the limitations of the parent claim, and are therefore rejected 
as explained above. 

Claim 15 recites "code for identifying a liability balance associated with selected 
ones of said investment vehicles ..." As above, the method for selection is not specified, 
resulting in a lack of concrete results and in many cases, a lack of usefulness. 

Claims 16-29 inherit the limitations of the parent claim, and are therefore also 
rejected as explained above. 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

5. Claims 15-29 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. 

Claim 15 recites code for divesting a portion of the investment vehicles, without 
saying how the portion is chosen. In order to create code for divesting assets, one of 
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ordinary skill in the art would need more information on how to choose the assets to be 
divested. Note that a person of ordinary skill in the art of creating such code would be 
different from a person of ordinary skill in the art of the method of claim 1 , since the 
former would be a programmer and the latter would be an accountant or finance 
executive. 

Claims 16-29 inherit the limitations of the parent claim, and are therefore rejected 
as explained above. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-29 are rejected under 35 U.S.C. 112 as being vague and indefinite. 

Claim 1 recites the limitation "identifying an asset balance associated with said a 
portfolio account." There is insufficient antecedent basis for this limitation in the claim. 
Although the words "portfolio account" are used in the preamble to explain the purpose 
of the method, the purpose has no patentable weight. There is no portfolio account 
created or referred to within the steps of the method to serve as antecedent basis. As a 
result it is unclear whether the portfolio, and thus the asset balance, spans the fund 
categories or not. Claim 1 is therefore indefinite. 

Claim 1 has another problem in the step where a portion of the investment 
vehicles is divested. The investment vehicles are associated with a deferred payment 
liability, not an asset, so it is unclear how they would be divested. 

Regarding claims 5,6, and 14, the term "etc." renders the claim indefinite 
because it is unclear what is included in the claimed invention. 
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Referring to Claim 2, it is clear how to accumulate balances of investment 
vehicles. It is unclear, as above, how those investment vehicles are to be selected. It is 
also unclear how the liability allocation would affect the accumulation. The claim is 
indefinite due to lack of clarity and therefore rejected. 

Referring to claim 3, the investment vehicles are associated with a deferred 
payment liability, not an asset, therefore it is unclear how the asset balance could be 
identified by accumulating balances of selected ones of the investment vehicles. 

Referring to claim 4, it is unclear what is meant by "said investment vehicles 
within said investment vehicles." Claim 4 also has the problems mentioned under claim 
2 and 3. 

Claims 7-13 inherit the limitations of the parent and are therefore rejected as 
explained above. 

Claim 15 recites the limitation "identifying an asset balance associated with said 
a portfolio account." 

There is insufficient antecedent basis for this limitation in the claim. Although the 
words "portfolio account" are used in the preamble to explain the purpose of the 
method, the purpose has no patentable weight. There is no portfolio account within the 
steps of the method to serve as antecedent basis. As a result it is unclear whether the 
portfolio, and thus the asset balance, spans the fund categories or not. Claim 15 is 
therefore indefinite. 
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Claim 1 5 has another problem in the step where a portion of the investment 
vehicles is divested. The investment vehicles are associated with a deferred payment 
liability, not an asset, so it is unclear how they would be divested. 

Claim 16 is similar to claim 2 above. It is clear how to accumulate balances of 
investment vehicles. It is also unclear how the asset allocation would affect the 
accumulation. The claim is indefinite due to lack of clarity and therefore rejected. 

Referring to claim 17, the antecedent for fund categories says that the deferred 
payment is allocated among at least one fund category. It is unclear how accumulating 
balances from these fund categories would lead to an asset balance. 

Referring to claim 18, it is unclear what is meant by "said investment vehicles 
within said investment vehicles." 

Regarding claims 19, 20, and 28, the term "etc." renders the claim indefinite 
because it is unclear what is included in the claimed invention. 

Claims 21 - 27 and 29 inherit the limitations of the parent and are therefore 
rejected as explained above. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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7. Claims 1, 5-15, 19-29 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over OCC Bulletin 2000-23. 

On page 13, OCC 2000-23 teaches hedging a liability created by a deferred 
payment. It teaches analysis of current and projected asset and liability balances, which 
would include receiving the allocation of liabilities and identifying the balances. It also 
teaches establishing a target hedge effectiveness ratio which serves as a known 
relation between the balances. It teaches measuring this relation and establishing a 
program to correct imbalance. It also teaches an analysis reporting process which 
would provide an indication of when the balances were within the known relation. 

OCC 2000-23 does not teach divesting a portion of the holdings as a corrective 
measure. However, official notice is taken that it is an old and well-established business 
practice for financial institutions to monitor their accounts against guidelines, and to 
divest holdings in order to bring the accounts into compliance with the guidelines. 
Therefore, it would have been obvious to a person of ordinary skill in the art at the time 
of the invention to correct a violation or imbalance by divesting holdings in order to bring 
about compliance with a known target relation. A person of ordinary skill in the art in this 
case would be a person who is responsible for these types of accounts. 

Claims 2,3, and 4 have been rejected as unclear. However, the examiner wishes 
to note that accumulating balances and adding corresponding investment gains and/or 
losses to the balances are old and well-known practices. 

Claims 5 and 6 do not further limit the method in claim 1 . Changing the type of 
investment vehicle would not change the steps of the method. Official notice is taken 
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that the investment vehicles listed are old and well-known. It would have been obvious 
to a person of ordinary skill in the art to consider these as types of investment vehicles 
because they are common and well known to clients. 

Referring to claims 7 and 8, OCC 2000-23 teaches analysis of current and 
projected asset and liability balances, and reporting of the effect of the hedge on the 
bank's income statement and capital ratios, showing results both with and without the 
hedging transaction. It does not specifically teach reporting the balances nor an 
indication of the relation of the balances. OCC 2000-23 is an official bank regulation 
from the Office of the Comptroller of the Currency. Official notice is taken that in matters 
of bank regulations, required analysis would be routinely documented and reported in 
order to provide enduring material for auditors showing that the required analysis had 
been done. Official notice is also taken that financial reports organized by investment 
vehicle are old and well-known. It would have been obvious to a person of ordinary skill 
in the art to produce a report detailing the liability balance, the asset balance, and an 
indication of whether they were in compliance with the relation required by the 
regulation in order to show auditors that the bank was in compliance with the regulation. 
It would have been obvious to a person of ordinary skill in the'art to organize the report 
by investment vehicle, showing balances and compliance by investment vehicle, since 
the corrective step of divesting may involve assessing each investment vehicle. The 
person who chooses which investment vehicle to divest may want to know which ones 
are not in compliance. 
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Referring to claims 9,10, 11 and 12, official notice is taken that in the art of 
financial accounts, checking relations between balances often includes checking for 
equality or whether one balance exceeds the other. It would have been obvious to a 
person of ordinary skill in the art at the time of the invention that analysis of the 
balances should include checking for relations such as equality or whether one balance 
exceeds the other in order to assess the effectiveness of the hedging. 

Referring to claims 13 and 14, sorting the investment vehicles into predetermined 
groups does not substantially affect the method or the results. Official notice is taken 
that sorting investment vehicles into groups such as large capital, mid-size, small 
capital, technology sector, medical sector, or the like is old and well-known. It would 
have been obvious to a person of ordinary skill in the art at the time of the invention to 
sort the investment vehicles by market capitalization or industry sector since these 
groups are familiar and their behavior as a group would be well-known and serve as a 
benchmark. For example, poor performance by a particular selection of small capital 
investment vehicles could be explained by the performance of small capital indexes for 
the time period. 

The limitations of the apparatus of claim 15 correspond to the limitations of the 
steps of claim 1 , and it is therefore rejected under the same analysis. 

Claims 16-18 have been rejected as unclear. However, the examiner wishes to 
note that accumulating balances is an old and well-known practice. 

Referring to claims 19 and 20, official notice is taken that the investment vehicles 
noted are old and well-known. It would have been obvious to one of ordinary skill in the 
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art to use these types of investment vehicles since they are familiar to clients, 
management and auditors, and need no explanation. 

Referring to claim 21-26, OCC 2000-23 teaches analysis of current and projected 
asset and liability balances, and reporting of the effect of the hedge on the bank's 
income statement and capital ratios, showing results both with and without the hedging 
transaction. It does not specifically teach reporting the balances nor an indication of the 
relation of the balances. OCC 2000-23 is an official bank regulation from the Office of 
the Comptroller of the Currency. Official notice is taken that in matters of bank 
regulations, required analysis would be routinely documented and reported in order to 
provide enduring material for auditors showing that the required analysis had been 
done. It would have been obvious to a person of ordinary skill in the art to produce a 
report detailing the liability balance, the asset balance, and an indication of which 
balance was greater in order to track and document compliance with the regulation 
requiring analysis of the balances. 

The limitations of the apparatus of claims 27 and 28 correspond to the limitations 
of the steps of claims 13 and 14, and are rejected under the same analysis. 

Referring to claim 29, official notice is taken that the practice of storing code in 
memory is old and well-known. It would have been obvious to a person of ordinary skill 
in the art at the time of the invention to store code in memory to enable computers to 
execute the code. 

Conclusion 
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8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ann Loftus whose telephone number is 571-272-7342. 
The examiner can normally be reached on M-F 8-4. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Trammell can be reached on 571-272-6712. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USAX^R^CANA^A) or 571-272-1000. 
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